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Design issue fee 
Plant issue fee 
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Submission of Information Disclosure 
Stmt 

Recording each patent assignment 
per property (times number of 
properties) 

Filing a submission after final rejection 
(37 CFR § 1.129(a)) 

For each additional invention to be 
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Request for Continued Examination (RCE) 
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of a design application 
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UNITED STATES PATENT AND TRADEMARK OFFICE 



PATENT 



In re Patent of: 



Charles E. FARLEY etal 



U.S. Patent No. 6,787,574 Bl 
(Serial No. 09/694,789) 



Examiner: Fortuna, J. 



Group Art Unit: 1731 



Issued: September 7, 2004 



Atty Dkt No.: 005242.87031 



For: Emulsification of Alkenyl ) 
Succinic Anhydride Size ) 

APPLICATION FOR PATENT TERM ADJUSTMENT UNDER 37 C.F.R. § 
1.705(d) AND RENEWED APPLICATION FOR PATENT TERM ADJUSTMENT 

UNDER 37 C.F.R. § 1.705(b) 

Mail Stop Petition 
Commissioner for Patents 
P.O.Box 1450 
Alexandria, VA 22313-1450 



Applicants respectfully apply for reconsideration under 35 U.S.C. § 154(b) and 37 
C.F.R. § 1.705(d) of the patent term adjustment indicated on the Issue Notification mailed 
August 19, 2004 and on the face of the above-captioned patent issued September 7, 2004. 
Please charge $ 200 for the petition fee to our Deposit Account 19-0733. If this amount 
is incorrect, the Commissioner is authorized to debit or credit our Deposit Account 19- 
0733 for any deficiency or overpayment. 

On August 13, 2003 Applicants applied for reconsideration of the patent term 
adjustment indicated on the Notice of Allowance mailed June 12, 2003. However, 
Applicants never received a decision on that petition. Applicants hereby renew their 
August 13, 2003 Application for Patent Term Adjustment Under 37 C.F.R. § 1.705(b). 



Sir: 



August 13, 2003 Petition 

Applicants filed an Application for Patent Term Adjustment Under 37 C.F.R. § 
1.705, for the above-identified matter, on August 13, 2003, along with payment of the 
issue fee and submission of a fee transmittal, which authorized payment for both the issue 
fee and the patent term adjustment fee to our Deposit Account No. 19-0733. Attached is 
a copy of the date-stamped green card, along with a copy of the papers as filed on August 
13,2003 (TAB A). 

Although the date-stamped green card did not specifically list the Application for 
Patent Term Adjustment, the U.S. Patent and Trademark Office's PAIR System shows 
receipt of a "miscellaneous paper" on August 13, 2003, which was the Application for 
Patent Term Adjustment. Not only was this petition never decided by the Patent and 
Trademark Office, but the USPTO's misidentification of this paper caused Applicants to 
be improperly penalized 120 days of Patent Term Adjustment. Attached is a copy of the 
PTO transaction history and the PTO's patent term adjustment calculation from the PAIR 
system for the above-identified application (TAB B). 

For reasons set forth in the August 13, 2003 petition, the initial Patent Term 
Adjustment on the Notice of Allowance should have been 63 days instead of 27 days. 

Statement of Facts 

The Issue Notification indicates the term of adjustment is 175 days. However, 
Applicants respectfully submit that such a determination is not correct and that the proper 
term adjustment is 332 days. 
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The application was filed on October 24, 2000. 

Fourteen months from the filing date of the application was December 24, 2001. 

The First Office Action was mailed on February 25, 2002. The First Office 
Action therefore was mailed 63 days after the expiration of the 14 month time period for 
mailing a notice under 35 U.S.C. § 132 set forth in 35 U.S.C. § 154(b)(l)(A)(i)(I) and 37 
C.F.R. § 1.702(a)(1). 

All Amendments/Responses by the applicants were filed within the three month 
time period set forth in 37 C.F.R. § 1.704(b). 

Payment of the issue fee was made on August 13, 2003. However, the patent did 
not issue until September 7, 2004. Under 37 C.F.R. § 1.702(a)(4), a patent should issue 
no later than four months after the date on which the issue fee was paid, i.e., four months 
after payment of issue fee would be issuance of no later than December 13, 2003. The 
patent issued 269 days after December 13, 2003. 

The above-captioned patent is not subject to a terminal disclaimer. 

Applicants did not engage in any actions that would require a reduction in the 
patent term adjustment under 37 C.F.R. §1.704. It is axiomatic that the first Application 
for Patent Term Adjustment filed August 13, 2003 should not be considered a failure to 
engage in reasonable efforts to conclude processing or examination of the application 
under 37 C.F.R. § 1.705(c)(10). Accordingly, under 37 C.F.R. §§1.703(a)(l) and (6), the 
period of adjustment should be the number of days between the first day after the 
expiration of the 14 month time period and the date on which the first Office Action was 
issued, which totals 63 days, plus the number of days between the first day after the 
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expiration of the 4 month time period after payment of the issue fee and the issue date of 
the patent, which totals 269 days, for a total Patent Term Adjustment of 332 days. 

The above set forth facts clearly support Applicants' position that the proper term 
adjustment should be 332 days because (1) the number of days from December 24, 2001 
to February 25, 2002 is 63; (2) the number of days from December 13, 2003 to 
September 7, 2004 is 269; (3) the Applicants did not engage in any conduct that should 
be considered a failure to engage in reasonable efforts to conclude examination as 
defined in 37 C.F.R. §1.704; and (4) Applicants timely submitted the first Application for 
Patent Term Adjustment (at the time of payment of issue fee), and are timely submitting 
this Application for Patent Term Adjustment (within 30 days from date of issuance of 
patent, i.e., on or before October 7, 2004.) 

Applicants respectfully submit that the correct Patent Term Adjustment should be 
332 days. A Notice to this effect is respectfully requested. 



Respectfully submitted, 
Banner & Witcoff, Ltd. 



Date: September 27, 2004 




Paul M. Rivard 
Registration No. 43,446 



1001 G Street, N.W. 
Washington, DC 20001-4597 
(202) 824-3000 (main) 
(202) 824-3001 (facsimile) 

Customer No. 22907 
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ication Number 



ipg Date 
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Examiner Name 
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VjOTAL AMOUNT OF PAYMENT 
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FEE CALCULATION (continued) 



□ Check □ Credit card □ Money □ Other □ None 
Order 

H Deposit Account: 



3. ADDITIONAL FEES 



Large Entity Small Entity 



Deposit 
Account 
Number 

Deposit 
Account 
Name 



19-0733 



Banner & WitcofT. Ltd. 



The Commissioner Is authorized to: (check all that apply) 

El Charge fee(s) indicated below S Credit any overpayments 

H Charge any additional fee(s) during the pendency of this application 

□ Charge fee(s) indicated below, except for the filing fee 

to the above-identified deposit account. 



Fee 
Code 
1051 
1052 

1053 
1812 
1804 



FEE CALCULATION 



BASIC FILING FEE 



La roe Entity 


Small Entity 


Fee 


Fee 


Fee 


Fee 


Code 


($) 


Code 


<$> 


1001 


750 


2001 


375 


1002 


330 


2002 


165 


1003 
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2003 


260 


1004 
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2004 
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1005 
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2005 
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Utility filing fee 
Design filing fee 
Plant filing fee 
Reissue filing fee 
Provisional filling fee 



Fee Paid 



SUBTOTAL (1) 



wo 



2. EXTRA CLAIM FEES 



Total Claims 

Independent 
Claims 

Multiple 
Dependent 



Extra Fee from 

Claims below 
X 



Fee 
Paid 



1251 
1252 

1253 
1254 

1255 
1401 
1402 
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1451 

1452 
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1501 
1502 
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1807 
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Fee 


Fee 


Fee Fee 


Code 


($) 
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84 
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1203 
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2203 140 


1204 


84 


2204 42 


1205 


18 


2205 9 



Fee Description 

Claims in excess of 20 
Independent claims in excess of 3 
Multiple dependent claim, If not paid 
** Reissue independent claims over 
original patent 

** Reissue claims in excess of 20 and 
over original patent 



6021 
1809 
1810 

1801 
1802 



Fee 
($) 

130 
50 

130 

2,520 

920* 



1805 1,840* 



110 
410 
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1,450 

1,970 
320 
320 
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1,510 
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50 
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40 
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750 
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Fee 
Code 
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Fee 
($) 

65 

25 . 

130 
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2252 

2253 
2254 
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160 
140 



1451 1,510 
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proceeding 

Petition to revive - unavoidable 
Petition to revive - unintentional 
Utility issue fee (or reissue) 
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Submission of Information Disclosure 
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examined (37 CFR § 1.129(b)) 

Request for Continued Examination (RCE) 

Request for expedited examination 
of a design application 
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Date 
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WARNING: Information on this form may become public Credit card Information should not be Included on this form. 
Provide credit card Information and authorization on PTO-2038. 

This collection of information is required by 37 CFR 1 .17 and 1 .27. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an 
application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering, preparing, and submitting the 
completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or suggestions for 
reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, Washington, DC 20231. DO NOT SEND FEES OR 
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, Washington, DC 20231 



PART B - FEE(S) TRANSMITTAL 



. Complete and send this form, together with applicable fee(s), to: Mail Mail Stop ISSUE FEE 

Commissioner for Patents 
Alexandria, Virginia 22313-1450 
- Eai (703)746-4000 

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks I through 4 should be completed where 
appropriate. All further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as 
indicated unless corrected below or directed otherwise in Block 1 ? by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for 
maintenance fee notifications. - 



iiURKLN I OIIUIB WMJL ' Nl ' K ABUKIR iNuhe: Legibly 



7590 

Banner & Witcoffi Ltd. 
1001 G Street, N.W. 
Washington, DC 20001-4597 




tw or we Block l ) 



Note: A certificate of mailing can only be used tor domestic mailings of tEc" 
Fec<$) Transmittal. Ibis certificate cannot be used for any other 
accompanying papers. Each additional paper, such as an assignment or 
formal drawing, must have its own certificate of mailing or transmission. 

Certificate of Mai liny or Transmission 

T hercbv certify that Uiis Fccfs) Transmittal is being deposited with the 
United States Posta] Service with sufficient postage for first class mail in an 
envelope addressed to die Box Issue Fee address above, or being facsimile 
transmitted to the USPTO, on the date indicated below. 



(Signature) 



(Date) 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



09/694,789 1 0/24/2000 Charles E. Farley 

TITLE OF INVENTION: EMULSIF1CATION OF ALKENYL SUCCINIC ANHYDRIDE SIZE 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



05242.87031 



3595 



APPLN. TYPE 



SMALL ENTITY 



ISSUE FEE 



PUBLICATION FEE 



TOTAL FEE(S) DUE 



DATE DUE 



nonprovisional 



NO 



$1300 



SO 



$1300 



09/12/2003 



EXAMINER 



ART UNIT 



CLASS-SUBCLASS 



FORTUNA, JOSE A 



1731 



516-015000 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of 

Charles E. FARLEY et al 

Serial No. 09/694,789 

Filed: October 24, 2000 

For: Emulsification of Alkenyl 
Succinic Anhydride Size 



Examiner: Fortuna, J. 
Group Art Unit: 1731 
Atty Dkt No.: 005242.87031 



APPLICATION FOR PATENT TERM ADJUSTMENT UNDER 37 C.F.R. S 1.705 

Mail Stop Issue Fee 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Applicants respectfully apply for reconsideration under 35 U.S.C. § 154(b) and 37 
C.F.R. § 1.705(b) of the patent term adjustment indicated on the notice of Determination 
of Patent Term Adjustment mailed June 12, 2003 ("Notice") in the above-captioned 
application. 

The Notice set the term adjustment at 27 days. However, Applicants respectfully 
submit that such a determination is not correct and that the proper term adjustment is 63 
days. 

As indicated below, the first Office Action was mailed 63 days after the 
expiration of the 14 month time period for mailing a notice under 35 U.S.C. § 132 set 
forth in 35 U.S.C. § 154(b)(l)(A)(i)(I) and 37 C.F.R. §1.702(a)(l). 



The applicants did not engage in any actions that would require a reduction in the 
patent term adjustment under 37 C.F.R. §1.704. Accordingly, under 37 C.F.R. 
§§1. 702(a)(1) and 1.703(a)(1) the period of adjustment should be the number of days 
between the first day after the expiration of the 14 month time period and the date on 
which the first Office Action was issued, which totals 63 days. 

A statement of the facts is as follows: 

The application was filed on October 24, 2000. 

Fourteen months from the filing date of the application was December 24, 2001 . 
The first Office Action was mailed on February 25, 2002. 

All Amendments/Responses by the applicants were filed within the three month 
time period set forth in 37 C.F.R. § 1.704(b). 

The above-captioned application is not subject to a terminal disclaimer. 

The above set forth facts clearly support Applicants' position that the proper term 
adjustment should be 63 days because (1) the number of days from December 24, 2001 to 
February 25, 2002 is 63 and (2) the Applicants did not engage in any conduct that could 
be considered a failure to engage in reasonable efforts to conclude examination as 
defined in 37 C.F.R. § 1 .704. 

Applicants also submit herewith a Fee Transmittal authorizing the requisite fee 
under 37 C.F.R. § 1.18(e) ($200) to be charged to our Deposit Account No. 19-0733. If 
any additional fees are required or if an overpayment is made, the Commissioner is 
authorized to debit or credit our Deposit Account No. 1 9-0733 as appropriate. 
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Applicants respectfully submit that the correct Patent Term Adjustment should be 
63 days. A Notice to this effect and a correction of the patent term adjustment are 
requested. 

Respectfully submitted, 



Banner & Witcoff, Lttu 



Date: August 13, 2003 




Paul M. Rivard 
Registration No. 43,446 



1001 G Street, N.W. 
Washington, DC 20001-4597 
(202) 824-3000 (main) 
(202) 824-3001 (facsimile) 

Customer No. 22907 
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